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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election of Group III (claims 20-25 & 28-30 in the reply filed on 21 
December 2007 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

2. Claims 1, 8-19, 26-27 withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 21 December 2007. 

Claim Rejections - 35 USC § 102 

Claim(s) 28-30 is/are product-by-process claims. M.P.E.P. § 2113 reads, "Product-by- 
process claims are not limited to the manipulations of the recited steps, only the structure 
implied by the steps." 

"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product-by-process claim 
is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 111 F.2d 695, 698, 
227 USPQ.964, 966 (Fed. Cir. 1985) (citations omitted). 
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The structure implied by the process steps should be considered when assessing the 
patentability of product-by-process claims over the prior art, especially where the product 
can only be defined by the process steps by which the product is made, or where the 
manufacturing process steps would be expected to impart distinctive structural 
characteristics to the final product. See, e.g., In re Garnero, All F.2d 276, 279, 162 USPQ221, 
223 (CCPA 1979) 

The use of 35 U.S.C. §§ 102 and 103 rejections for product-by-process claims has been 
approved by the courts. "[T]he lack of physical description in a product-by- process claim 
makes determination of the patentability of the claim more difficult, since in spite of the fact 
that the claim may recite only process limitations, it is the patentability of the product 
claimed and not of the recited process steps which must be established. 

We are therefore of the opinion that when the prior art discloses a product which 
reasonably appears to be either identical with or only slightly different than a product 
claimed in a product-by-process claim, a rejection based alternatively on either section 102 
or section 103 of the statute is eminently fair and acceptable. As a practical matter, the 
Patent Office is not equipped to manufacture products by the myriad of processes put before 
it and then obtain prior art products and make physical comparisons therewith." In re 
Brown, 459 F.2d 531, 535, 173 USPQ685, 688 (CCPA 1972). 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 28-30 rejected under 35 U.S.C. 102(b) as being anticipated by Alink (US Pat. 
5,480,942) or Alink (US Pat. 5,440,059) or Alink (US Pat. 5,034,161). 

US'942 disclose a process for manufacturing an aryl branched fatty acid, namely xylyl 
stearate (see example 1). 

US'059 disclose a process for preparing an aryl branched fatty acid, namely xylyl 
stearate (see claim 1). 

US' 161 disclose a process for preparing an aryl branched fatty acid, namely 
tolyl stearate (see example 1). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 2-7, 20-25 rejected under 35 U.S.C. 103(a) as being unpatentable over Alink 
(US Pat. 5,840,942) in view of Zhang et al. (US Pub 2003/0100780). 



Application/Control Number: 10/565,549 Page 5 

Art Unit: 1621 

US'942 discloses a process for the arylation and isomerization of unsaturated linear 
fatty acids and/or alkyl esters to their branched counterparts which comprises subjecting a 
feedstock to an arylation and isomerization reaction in the presence of a zeolite catalyst, 
wherein the feedstock comprises unsaturated fatty acids such as oleic acid and also aromatic 
compounds such as xylene (see example 1). 

The claims differs from the reference in that in that the zeolite is specified as being a) 
of the acidic type with ring structures of at least 10 members, b) of a type comprising a 
mesoporous crystalline phase with pore walls containing primary and secondary crystalline 
building unit structures and c) of a type comprising a one metal ion exchanged catalyst 
having at least one non-zero valent metal ion. 

However, these types of zeolites are already known to participate in isomerization 
reactions of unsaturated linear fatty acids as disclosed in US780 column 3, paragraph 5; 
column 5, paragraphs 3-4 and examples 1-3. 

Therefore it would have been obvious to one of ordinary skill in that art at the time 
the invention was made to specify the use of these forms of zeolite in this reaction is an 
option which would be readily considered by those skilled in the art. 

Furthermore, the application does not contain any description of surprising or special 
effects conferred on the reaction by the selection of this known alternative catalyst. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah D. Carr whose telephone number is 571-272-0637. 
The examiner can normally be reached on Monday- Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 571-272-0871. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 

/Deborah D Carr/ 
Primary Examiner 
Art Unit 1621 
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